er O'D. Gibson, #304 
320 Greenspring Ave. 
Baltimore, MD 21209 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Re: Application No. 10/684,485 
Art Unit: 3736 

Examiner: Gilbert, Samuel G. 

September 10 th 2004 

Dear Sir/Madam, 

Enclosed please find the below described materials relating to the above described 
Application for U.S. Utility Patent in the name of Michael McMullen: 

Letter of Transmittal & Certificate of Mailing on: 1 sheet; (this one) 

Applicant's Response to First Office Action on: 12 sheets; 

Amendment A on: 8 sheets; 20 sheets total. 

Please file the above described materials in the above identified application for patent. 
Thank you kindly for your service. 



Respectfully yours, 



Peter O'D. Gibson, Reg. #34,605 
Ph. 410/358-5912; Fax -9636 

Certificate of Mailing 

I, Peter O'D. Gibson, Reg. #34,605, do hereby certify that the above described materials 
comprising response to a first Office action in Application No. 10/684,485 are being 
deposited with the U.S. Postal Service in an envelope bearing sufficient postage as First 
Class Mail addressed to 'Commissioner of Patents, P.O. Box 1450, Alexandria, VA 22313- 
1450' today, September 10 th . 

Peter O'D. Gibson, Reg. #34,605 September 10 th 2004 
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Michael McMullen 



APPLICANT'S RESPONSE TO FIRST OFFICE ACTION 



1 A. Acknowledgment of Action 

2 Claim Rejections - 35 USC § 112 

3 1 . Applicant respectfully acknowledges : 

4 a. Examiner's recitation of 35 U.S.C. 1 12 second paragraph; 

5 b. rejection thereunder of claims 24, 25 and 37 - 52 as indefinite; and 

6 further respectfully and gratefully acknowledges Examiner's identification of the specific 

7 language failures concerned: 

8 c. "Claim 24 - 'mechanical means' is set forth without a positively recited function"; 

9 d. Claim 37 "sets forth a removable mask attachable to the head" without setting forth 

10 "the means for attachment"; and 

11 e. in Claim 42 "it is unclear how the face mask is attached to the head", (p. 2, § 1) 
12 

13 Claim Rejections - 35 USC §102 

14 2. Applicant respectfully acknowledges: 

15 a. Examiner's recitation of 35 U.S.C. 102(e); 

16 b. rejection thereunder of claims 1, 2, 4 - 6, 9 - 24 and 30 - 35 "as being anticipated by 

17 More (2002/0107432)"; and 

18 further respectfully and gratefully acknowledges Examiner's identification of the structure 

19 in More anticipating sole present base claim 1: 
20 

21 c. Claims 1, 9, 10 - the applicant's attention is invited to figure 1 and the 

22 general doll description (as) set forth in paragraphs 128-132. Lined cavities 

23 are set forth in paragraph 132. A jaw-302- is movable. Prosthetic eyeballs are 

24 used in eye sockets, paragraph 136. The face is an integral piece that is 

25 attached to the skull, paragraph 139. The integral face is attached to the skull 
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1 at the time of manufacture and at that time (it) is possible to provide a plurality 

2 of different faces (and) therefore the device is capable of selectively displaying 

3 alternate faces, (p. 3, par. 1) 
4 

5 

6 3. Applicant respectfully acknowledges Examiner's identification of the structure in 

7 More anticipating the dependent claims rejected under 35 U.S.C. 102(e): 
8 

9 Claim 2 - the skull is made of epoxy, paragraph 135. 

10 Claim 4 - aluminum is taught in paragraph 135. 

1 1 Claim 5 - PVC is taught in paragraph 159. 

12 Claim 6 - simulated skin covers simulated flesh paragraph 153. 

13 Claims 9 - 17 - the use of universal joints is set forth in paragraph 131. 

14 A universal joint provides adjustable pivoting and rotating movement. 

15 Claims 18-22 - see paragraphs 125 and 126. 

16 Claims 23 and 24 - the jaw is connected by solely mechanical means 

17 element -303-. 

18 Claim 30 - the head is attached by a nut and bolt, paragraph 136. 

19 Claim 31 - is written as a product by process claim in the current 

20 situation the end product is the same as the product taught by More therefore 

21 the claim is anticipated by More. 

22 Claim 32 - the bolt is inherently threaded. 

23 Claim 33 - see the nut and bolt, paragraph 136. 

24 Claim 34 - the face of More is substantially integral to the head. 

25 Claim 35 - the face is a resilient material -3 18-. (pp. 3-4) 
26 

27 

28 Claim Rejections - 35 USC §103 

29 4. Applicant respectfully acknowledges Examiner's recitation of 35 U.S.C. 103(a) and 
3 0 rej ection thereunder of: 
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1 a. claim 3 "as being unpatentable over More(2002/0 10743 1) in view of RealDolls" (p. 

2 4, §3); 

3 b. claims 7, 8 and 36 "as being unpatentable over More(2002/0 107431) in view of 

4 Shubin, Sr (5,466,235). More teaches a device as claimed but uses elastomer/co- 

5 polymers for the flesh and skin. Shubin teaches the use of polyurethane and silicone 

6 for the flesh and skin" (p. 4 - 5); and 

7 c. claims 26 - 29: 
8 

9 as being unpatentable over More as applied to claims 1 and 23 above, 

10 and further in view of Mirahem (4,805,328). More teaches a device as 

11 claimed but does not teach motors for moving the jaw. Mirahem 

12 teaches the concept of moving the mouth responsive to an audio signal. 

1 3 It would have been obvious to one of ordinary skill in the art at the time 

1 4 the inventions was made to provide the device of More with motorized 

15 means as conceptualized by (Mirahem) to provide a more realistic 

16 speaking version of the doll provided by More. (p. 5, §2) 
17 

18 

19 Allowable Subject Matter 

20 5. Applicant respectfully and gratefully acknowledges Examiner's indication of 

21 allowable subject matter in claims 25 and 37 - 52 "if rewritten in independent form including 

22 all of the limitations of the base claim and any intervening claims." (p. 5, §3) 
23 

24 Conclusion 

25 6. Applicant respectfully acknowledges Examiner's citation of US 4,070,790 & 

26 6, 1 09,92 1 as pertinent; direction of enquiry to his office; provision of telephone numbers for 

27 the same, supervisor, facsimile transmission; and reference to the PAIR system. 
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1 B. Submission of Evidence Overcoming Grounds of Rejection 

2 Claim Rejections - 35 USC § 112 

3 1. Applicant respectfully submits that Amendment A, attached hereto, overcomes the 

4 grounds of rejection under 35 U.S.C. 1 12 conveyed in the first Office action by: 

5 a. in claim 24 - inserting after: "a displacer that is operative solely with mechanical 

6 means" the phrase 'displacing said movable jaw'; thereby 

7 providing 'mechanical means' with 'a positively recited function'; 

8 b. in claim 37 - inserting after: "a face mask removable and re-attachable from and to 

9 said head" the phrase 'by means of fastening components'; thereby 

10 setting forth 'the means for attachment' for the 'removable mask attachable to the head'; 

11 c. in Claim 42 - inserting between: "a face mask removably attachable" and "to said 

12 head" the phrase 'by means of fastening components'; thereby 

13 clarifying 'how the face mask is attached to the head', (p. 2, §1) 
14 

1 5 Claim Rejections - 35 USC §102 

16 2. Applicant respectfully submits that paragraph 139 of More (2002/0107431), 

17 henceforward simply 'More', reads as follows: 
18 

19 [0139] About the exterior of the pseudo skull 301, a layer of gelatinous 

20 elastomer 318. The gelatinous elastomer 318 may be formed into appropriate 

21 structures to present a likeness of a human, such as ears 102c, forehead 319, 

22 nose 320, lips 321, etc.; 
23 

24 wherein the 'face' clearly is comprised of "a layer of gelatinous elastomer" "about the 

25 exterior of the pseudo skull" that "may be formed ... to present a likeness of a human". 
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1 3 . Applicant respectfully submits that while the "layer of gelatinous elastomer" "about 

2 the exterior of the pseudo skull" that "may be formed ... to present a likeness of a human" 

3 by including such structures as ears, forehead, nose, lips, etc. of par. 139 of More indeed 

4 seems to describe the facial area of his 'surrogate sexual partner 5 the same actually fails to 

5 describe a face that 'is an integral piece that is attached to the skull 5 as evidenced by the only 

6 method of manufacture described: molding all in one piece; as indicated in the following 

7 paragraph [0140] wherein epoxy is suggested for the pelvis because "it can withstand the 

8 heat of having molten gel cast around it." (last sentence) 
9 

10 4. Applicant respectfully submits that More fails to describe or suggest a face separate 

1 1 from the layer of gelatinous elastomer about the 'pseudo skull 5 as evidenced by the detailed 

1 2 description therein of the preferred method of manufacture for ' a custom mold 5 wherein front 

13 and back halves of plaster backed silicone are first applied to a live model: "For the model's 

14 comfort it is necessary to make 3 separate molds: of 1) the torso, legs and feet, 2) the arms 

15 and hands; and 3) the head. Once the pieces of the mold have cured they are re-assembled 

16 and cast into" (par. 1 17, last two sentences) obtaining three rigid positive mold components 

17 subsequently assembled and "prepared for the process of creating the production mold" (par. 

18 119). 
19 

20 5. Applicant respectfully submits that since More's preferred method of making a 

21 'custom 5 full size sexual surrogate is to create a full production mold, singular, for casting 

22 'molten geP about a pseudo skeleton including a pseudo skull the use of an integral face, or 

23 even an integral head, permitting alternative faces for the same full size doll is actually taught 
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1 away from as More teaches molding product from a single mold in a single piece even when 

2 'the model's comfort 5 demands initial molding in sections. 
3 

4 6. Applicant respectfully submits that since More clearly molds final product with a 

5 single mold resulting in a single piece this disclosure does not and cannot use an 'integral 

6 face attached to the skull' permitting alternative faces and hence More did not, and could not, 

7 anticipate the present invention because it lacked the capability of providing, in the words 

8 of present base claim 1, "selectively displayed alternate faces" provided by "said face 

9 attached to said head". 
10 

11 7. Applicant respectfully submits that since More did not and could not have anticipated 

12 the 'selectively displayed alternate faces' provided by 'said face attached to said head' the 

13 grounds for rejection of present base claim 1 as anticipated by More are overcome because: 
14 

1 5 For a prior art reference to anticipate a claim, the reference must disclose each 

16 and every element of the claim with sufficient clarity to prove its existence in 

17 the prior art. Although this requirement presupposes the knowledge of one 

1 8 skilled in the art, that presumed knowledge does not gi ant a license to read into 

19 the prior art reference teachings that are not there. An expert's conclusory 

20 testimony, unsupported by the documentary evidence, cannot supplant the 

21 requirement of anticipatory disclosure in the prior ait reference itself. 28 

22 (Harmon, Robert B., Patents and the Federal Circuit, Sixth Ed., Bureau of 

23 National Affairs, Washington, D.C., 2003, p. 92; citing: ^Polaroid Corp. v. 

24 Eastman Kodak Co., 789F.2d 1556, 229USPQ 561, 574 (Fed. Cir. 1986); and 
25 

26 clearly the prior art reference concerned, in lacking 'selectively displayed alternative faces', 

27 fails to provide anticipatory disclosure of the presently claimed invention. 
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1 Claim Rejections - 35 USC §103 

2 8. Applicant respectfully submits that rejection under 35 U.S.C. 103 as obvious requires, 

3 in the words of MPEP 2143.03, teaching or suggestion of all claim limitations: 
4 

5 To establish prima facie obviousness of a claimed invention, all the claim 

6 limitations must be taught or suggested by the prior art. In re Royka, 490 F.2d 

7 981, 180USPQ580(CCPA 1974)." 'All words in a claim must be considered 

8 in judging the patentability of that claim against the prior art. 5 In re Wilson, 

9 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 
10 

11 

12 9. Applicant respectfully submits that the "face possessing lips, chin, nose, cheeks, eye 

13 sockets, and eyebrows all in an integral piece of soft resilient flexible material providing a 

14 verisimilitude of a female human face for said head in attached disposition thereon" (lines 

15 14 - 16) of present base claim 1 is wholly lacking in the disclosure of More which teaches 

16 only use of a single mold in production: 
17 

18 [0122] Once the mold has been selected, the skeletal structure of the 

19 surrogate sexual partner should be arranged within the mold. 

20 The skeletal structure may be held in place with pins, bolts, 

21 wires or other fixtures so that it will be in the appropriate 

22 position in the finished surrogate sexual partner. 
23 

24 obtaining a one piece product: "(b)est bonding of soft elastomeric gel portions is achieved 

25 by casting them simultaneously" (par. 0124); including the "layer of gelatinous elastomer" 

26 "about the exterior of the pseudo skull" (par. 139) erroneously considered a face comprised 

27 of "an integral piece attached to the skull" in the first Office action. 
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1 10. Applicant respectfully submits that documentary evidence of the absence of a claimed 

2 element from a prior art disclosure, in this case the "face possessing lips ... all in an integral 

3 piece of soft resilient flexible material providing a verisimilitude of a female human face for 

4 said head in attached disposition thereon" of claim 1, overcomes grounds relying upon this 

5 as the sole reference cited in rejection under either 35 U.S.C. 102 or 103. 
6 

7 11. Applicant respectfully submits that: 

8 a. the first named "object of the (More) invention (is) to provide a surrogate sexual 

9 partner device, structures and materials thereof, and methods for making the same, as 

10 disclosed herein and as recited in the claims" (par. 0010); 

11 b. the only method disclosed therein uses a single production mold to obtain an integral 

12 molded piece using: 

13 i. 'gelatinous elastomer' for 'pseudo muscle' and 'pseudo mucous membranes' 

14 in claim 1; 

15 ii. said "pseudo flesh covering the entirety of said surrogate sexual partner" in 

16 claims 6; including 

1 7 iii. "A-B-A triblock copolymer compounded with a plasticizer" (claim 7, 1 1, 12, 

18 13, 17); with 

19 iv. 100 parts of 'triblock' to "about 200 to about 1,600 parts by weight of a 

20 plasticizer oil" (claims^ 8, 15, 19); or 

21 v. 100 to 300 to 1,600 plus "a bleed reducing agent" (claim 9); 

22 vi. "a gelatinous elastomer that includes a copolymer and a plasticizing agent, said 

23 copolymer being selected from the group ... (claims 10, 14, 18); 
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1 vii. "Pseudo flesh covering said skeleton (that) includes a gelatinous elastomer 

2 material having a plasticizer and a triblock copolymer ..." (Claim 21); 

3 viii. "Pseudo flesh covering said skeleton ... including an A-B-A triblock 

4 copolymer plasticized with a plasticizer" (Claim 23); 

5 wherein it is seen that most of the claims : sixteen out of twenty-five; specify materials 

6 to be used by the one method described: use of a single production mold to obtain an 

7 integral, one piece, product; and 

8 since the first named object of the invention includes: 'materials' and 'methods for making' 

9 a 'surrogate sexual partner device' characterized by 'pseudo flesh covering said skeleton' 

10 comprised of c a gelatinous elastomer' of a composition concerning a majority of the claims; 

1 1 the function of the invention is understood to comprehend the molding of an integral, one 

12 piece, 'surrogate sexual partner device' having this particular 'pseudo flesh' in a single mold 

13 which, in fact, determines the 'principle of operation' of this invention. 
14 

15 12. Applicant respectfully submits that modification of the disclosure of More to include 

16 a "face possessing lips ... all in an integral piece .. providing a verisimilitude of a female 

17 human face for said head in attached disposition thereon", an element of present claim 1 

18 necessary to "provide ... selectively displayed alternate faces", would change the principle 

1 9 of operation of the More reference and: 
20 

21 If the proposed modification or combination of the prior art would 

22 change the principle of operation of the prior art invention being modified, 

23 then the teachings of the references are not sufficient to render the claims 

24 prima facie obvious. In re Ratti, 270 F2.d 8 10, 123 USPQ 349 (CCPA 1959) 

25 (MPEP 2143.01). 
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1 13. Applicant respectfully submits that since all the rejections under 35 U.S.C. 103 

2 conveyed in the first Office action rely upon More as the primary reference and since 

3 modification of More necessary to obtain the presently claimed limitation of an integral piece 

4 face would change the principle of operation of this prior art invention: molding a one piece 

5 surrogate device with pseudo flesh made of c a gelatinous elastomer'; 'the teachings of the 

6 references are not sufficient to render the claims' obvious and this demonstration comprises 

7 documental evidence overcoming the grounds of all said rejections. 
8 

9 14. Applicant respectfully submits that: "If an independent claim is nonobvious under 3 5 

10 U.S.C, than any claim depending therefrom is nonobvious. In re Fine, 837 F.2d 1071, 5 

11 USPQ2d 1596 (Fed. Cir. 1988)" (MPEP 2143.03); and as present claims 2 - 52 are all 

12 properly dependent upon sole independent base claim 1 the same are unobvious, and hence 

13 allowable, if claim 1 is not obvious and hence allowable. 
14 

1 5 C. Summary and Request for Allowance 

16 1. Applicant respectfully submits that the first Office action conveyed: 

17 a. no objections; 

18 b. rejection under 35 U.S.C. 112 of a number of dependent claims for indefinite 

19 language in three of these claims; 

20 c. only one rejection of sole independent base claim 1 under 35 U.S.C. 102; and 

21 d. rejection under 35 U.S.C. 103 of eight (8) dependent claims relying upon the same 

22 reference relied upon in rejection under 35 U.S.C. 112 as the primary reference in 

23 each instance. 
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1 2. Applicant respectfully submits that the present response has been timely filed and that 

2 the same constitutes a full and proper response in accordance with 3 7 CFR § L 1 1 1(b) & (c): 

3 wherein: 

4 a. the 'face' of claim 1 : "in an integral piece of soft resilient flexible material providing 

5 a verisimilitude of a female human face for said head in attached disposition thereon"; 

6 is specifically identified as patentably distinguishing the presently claimed invention over 

7 the references cited by providing: 

8 b. "selectively displayed alternate faces" in addition to "visual, postural, and palpable 

9 verisimilitude with a female human figure"; 

10 which structure and function is considered by applicant to comprise: 

1 1 c. 'the patentable novelty presented by the claims in view of the state of the prior art 

1 2 disclosed by the references cited' . 
13 

14 3. Applicant respectfully submits that the present response explains how Amendment 

15 A attached hereto overcomes the grounds of rejection under 35 U.S. C. 112 conveyed in the 

16 first Office action. 
17 

18 4. Applicant respectfully submits that the present response provides documentary 

19 evidence, overcoming the grounds of rejection under 35 U.S.C. 102, that the cited reference 

20 relied upon molding a one piece product as a principle of operation, did not and could not 

21 disclose use of an 'integral piece' face, and did not and could not provide the 'selectively 

22 displayed alternate faces' of the presently claimed invention. 
23 
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1 5. Applicant respectfully submits that the present response provides documentary 

2 evidence, overcoming the grounds of rejection under 35 U.S.C. 103, that the primary 

3 reference relied upon molding product in one piece as a principle of operation, did not and 

4 could not disclose use of an 'integral piece 5 face, and did not and could not provide the 

5 'selectively displayed alternate faces' of the presently claimed invention because 

6 modification to achieve this claimed limitation would violate said principle of operation. 
7 

8 6. Applicant respectfully submits that: the grounds of all rejections under 35 U.S.C. 1 12 

9 have been overcome and all language informalities in the claims corrected by Amendment 

10 A attached hereto; and all rejection under 35 U.S.C. sections 102 and 103 have been 

1 1 overcome by documentary evidence. 
12 

13 7. Applicant respectfully submits, for all the reasons given above, that the present 

14 application is in full and proper condition for allowance which action is further respectfully 

1 5 and humbly requested. 
16 

17 Respectfully yours, 
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